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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment was received on 2/10/06 and has been entered and 
made of record. Currently, claims 20, 21 , and 24-42 are pending. 

Drawings 

2. Applicant's amendment to Figure 9 to renumber "EPE Print Processor" as "49a" 
and to insert reference numerals that were previously omitted as overcome the 
objection as cited in the previous Office Action. Therefore the objection has been 
withdrawn. 

Specification 

3. Applicant's amendment to the specification to correct minor informalities has 
overcome the objection as cited in the previous Office Action. Therefore the objection 
has been withdrawn. 
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Claim Objections 

4. Applicant's amendment to make claim 21 dependent from claim 20 and to cancel 
claim 22 has overcome the objection as cited in the previous Office Action. Therefore 
the objection has been withdrawn. 

5. However, claim 24 is objected to because it depends from claim 22, which has 
been cancelled. The examiner believes the claim was meant to depend from claim 20 
and will treat the claim accordingly. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. Applicant's amendment to claims 30, 31 , and 35-38 to correct antecedent basis 
problems has overcome the rejection as cited in the previous Office Action. Therefore 
the rejection has been withdrawn. 

Claim Rejections - 35 USC § 101 



7. Applicant's amendment to claim 41 to render the claim statutory has overcome 
the rejection as cited in the previous Office Action. Therefore the rejection has been 
withdrawn. 
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Response to Arguments 

8. Applicants arguments, see pages 11-12, filed 2/10/06, with respect to the 
rejection(s) of claim(s) 20-42 under 35 U.S.C. 102(b) and 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
newly found prior art. Further, the examiner agrees that Uematsu fails to disclose 
marking variable data areas in a visually perceptible form such as chromatic marking. 
However, Uematsu does disclose a master document comprising static and variable 
data, marking the variable data area, separating the static and variable data, storing the 
static data at the printer, sending variable data to the printer, and printing the static and 
variable data as one document. 

Claim Rejections - 35 USC § 103 

9. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1 0. Claims 20, 21 , 24-27, 41 , and 42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Uematsu in view of U.S. Patent No. 5742879 to Altrieth, III. 

Regarding claims 20, 41, and 42, Uematsu discloses a system, method, and 
computer program product for output of data from a computer system to an output 
device, comprising: providing a master document having a variable data area and 
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having a static data area (see Figs. 1 and 4, column 5 lines 3-16, and column 6 lines 7- 
23), marking the variable data area (see Fig. 1 and column 6 lines 17-25), inserting 
variable data into the variable data area to provide a serial data stream with individual 
documents, said individual documents respectively containing both variable data as well 
as static data (see Fig.1 and column 6 lines 7-67), separating said variable data of said 
serial data stream from said static data on a basis of said marking (see Fig. 1 and 
column 6 lines 7-67), transmitting said variable data separated from said static data 
from a first individual document to the output device (see Fig. 1A and column 6 lines 41- 
63), storing said static data of said first individual document in the output device (see 
Fig. 3 and column 5 lines 3-19), said static data of following individual documents are 
not transmitted to said output device (see column 9 lines 6-31), and joining said variable 
data in turn with the stored static data individual document by individual document in 
said output device (see Fig.1 and 10 and column 9 lines 6-31). 

Uematsu does not disclose expressly wherein said marking step of said variable 
data area ensues by a visually perceptible identification, said visually perceptible 
identification is a chromatic marking. 

Altrieth discloses wherein said marking step of said variable data area ensues by 
a visually perceptible identification, said visually perceptible identification is a chromatic 
marking (see Figs. 1 and 4, column 3 lines 5-18, column 3 line 66-column 4 line 3, 
column 5 lines 9-21, column 7 line 15-column 8 line 11, and column 9 lines 34-38, 
reference shows that digitized documents, which can be displayed on a display device. 
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highlight variable data areas that will eventually receive variable data from the control 
unit). 

Uematsu & Altrieth are combinable because they are from the same field of 
endeavor, merging of variable and static data. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the chromatic marking (highlighting) of the variable data area, 
as described by Altrieth, with the system of Uematsu. 

The suggestion/motivation for doing so would have been to provide greater 
flexibility and make locating the variable data areas easier for a user 

Therefore, it would have been obvious to combine Altrieth with Uematsu to obtain 
the invention as specified in claims 20, 41 , and 42. 

Regarding claim 21 , Uematsu further discloses wherein said output device is a 
printer device (see column 4 lines 1-4 and 21-22). 

Regarding claim 24, Uematsu further discloses wherein said output device is a 
printer device (see column 4 lines 1-4 and 21-22) and said marking ensues with a color 
that lies outside a printable color spectrum of said printer device (it is well known in the 
art that if a print job containing color graphics, images, text, etc. is sent to a black and 
white printer, that the graphics, images, text, etc. will not be printed in color, further it is 
also known in the art to highlight areas for users to enter information, such as 
highlighting areas of a form on a webpage in which a user fills in information such as 
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name, address, etc., and when a user desires to print the form the highlight is not 
printed) 

Regarding claim 25, Uematsu further discloses indicating a scope of said master 
document (see column 6 lines 7-67). 

Regarding claim 26, Uematsu further discloses transmitting characteristic data to 
said output device with said variable data (see column 5 line 3-column 6 line 67). 

Regarding claim 27, Uematsu further discloses wherein said characteristic data 
includes at least one of: position data, font data, and color data (see column 5 lines 26- 
53). 

11. Claims 29-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Uematsu and Altrieth as applied to claim 20 above, and further in view of Heiney et al. 

Uematsu discloses {claim 31) wherein document data is a page segment (see 
Fig. 1 and column 6 lines 7-67). 

Uematsu and Altrieth do not disclose expressly {claim 29) generating said serial 
data stream in one of the printer languages PCL, Postscript and LCDS, {claim 30) 
wherein one of said master document and the second document is a document of 
printer language VDS, {claim 31) wherein said document of printer language PDS is one 
of an overlay and a page segment, {claim 32) wherein one of said master document and 
said second document is a document of print data language LCDS, and {claim 33) 
controlling said data output in one of a Windows system environment and a windows- 
like system environment via data that are input via a user interface. 
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Heiney discloses {claim 29) generating said serial data stream in one of the 
printer languages PCL, Postscript and LCDS (see column 4 lines 35-42, reference 
states the use of a PostScript or other similar PDL, of which PCL and LCDS are a part 
of), [claim 30) wherein one of said master document and the second document is a 
document of printer language IPDS (see column 4 lines 35-42, reference states the use 
of a PostScript or other similar PDL, of which IPDS is a part of), {claim 31) wherein said 
document of printer language IPDS is one of an overlay and a page segment (see 
column 4 lines 35-42, column 5 lines 37-49, reference states the use of overlaying in 
relation to the variable data and master data as can be seen in claims 7 and 14), {claim 
32) wherein one of said master document and said second document is a document of 
print data language LCDS (see column 4 lines 35-42, reference states the use of a 
PostScript or other similar PDL, of which LCDS is a part of), and (c/a/>7? 33) controlling 
said data output in one of a Windows system environment and a windows-like system 
environment via data that are input via a user interface (see Figs. 1 and 2, column 3 
lines 25-43, and column 4 lines 21-34). 

Uematsu, Altrieth, & Heiney are combinable because they are from the same 
field of endeavor, processing and merging variable data and static data to form an 
output document. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the use of PDL printer languages in a windows-like system 
environment as described by Heiney with the system of Uematsu and Altrieth. 
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The suggestion/motivation for doing so would have been to provide the most 
accurate print instructions depending on the type of printer that is being utilized for 
output. 

Therefore, it would have been obvious to combine Heiney with Uematsu and 
Altrieth to obtain the invention as specified in claims 29-33. 

12. Regarding claim 34, Uematsu discloses generating a master document (see 
Figs. 1 and 4, column 5 lines 3-16, and column 6 lines 7-23), linking variable data 
logically with the master document (see column 5 lines 3-16 and column 6 lines 7-67), 
and sending the variable data to said output device separated from the data of the 
master document (see column 6 lines 7-67). 

Uematsu and Altrieth do not disclose expressly linking at least one second 
document logically with said master document; and sending the data of said at least one 
second document to said output device separated from the data of said master 
document. 

Heiney discloses generating a master document (see Fig. 3 and column 4 lines 
21-67), linking at least one second document logically with said master document (see 
Fig. 3 and column 5 lines 12-20 and 38-49), and sending the data of said at least one 
second document to said output device separated from the data of said master 
document (see Fig. 3 and column 3 line 56-column 4 line 10). 

Regarding claims 35-40 Uematsu discloses {claim 35) storing the variable data in 
said output device (see column 5 lines 3-19 and column 6 lines 7-67) and {claim 39) 
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wherein said area of said master document is a page region (see Fig. 1 and column 6 
lines 7-67). 

Uematsu and Altrieth do not expressly disclose {claim 35) storing the data of said 
at least one second document in said output device, {claim 36) joining the data of said 
master document with data of said second document for output of an individual 
document, {claim 37) wherein said step of logical linking ensues via a referencing, 
{claim 38) specifying an area of said master document wherein said at least one second 
document is to be linked with said master document, and {claim 40) wherein said 
second document is one of an overlay and a watermark document. 

Heiney discloses {claim 35) storing the data of said at least one second 
document in said output device (see column 3 line 56-column 4 line 10), {claim 36) 
joining the data of said master document with data of said at least one second 
document for output of an individual document (see column 5 lines 52-65), (c/a/>7? 37) 
wherein said step of logical linking ensues via a referencing (see Fig. 3 and column 5 
lines 12-20 and 38-49), {claim 38) specifying an area of said master document wherein 
said at least one second document is to be linked with said master document (see 
column 5 lines 37-49), {claim 39) wherein said area of said master document is a page 
region (see column 5 lines 37-49), and {claim 40) wherein said second document is one 
of an overlay and a watermark document (see column 5 lines 37-49, reference states 
the use of overlaying in relation to the variable data and master data as can be seen in 
claims 7 and 14). 
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Uematsu, Altrieth, & Heiney are combinable because they are from the same 
field of endeavor, processing and merging variable data and static data to form an 
output document. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the linking of a second document to the master document that 
acts as the variable data as described by Heiney with the system of Uematsu and 
Altrieth. 

The suggestion/motivation for doing so would have been to provide a broader 
range of data that can be placed in the variable data section and aid in the automation 
of variable and static data. 

Therefore, it would have been obvious to combine Heiney with Uematsu and 
Altrieth to obtain the invention as specified in claims 34-40. 

13. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Uematsu and Altrieth as applied to claim 20 above, and further in view of Porter. 

Uematsu and Altrieth do not disclose expressly storing said static data in a macro 
datafile. 

Porter discloses storing said static data in a macro datafile (see Fig. 2 and 
column 8 line 46-column 9 line 13). 

Uematsu, Altrieth, & Porter are combinable because they are from the same field 
of endeavor, manipulation and merging of variable data to acquire a desired output. 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the macro datafile as described by Porter with the system of 
Uematsu and Altrieth. 

The suggestion/motivation for doing so would have been to provide greater 
flexibility and create more options as a macro can contain a plurality of objects and 
properties that can be made of use in the merging of data. 

Therefore, it would have been obvious to combine Porter with Uematsu and 
Altrieth to obtain the invention as specified in claim 28. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571 ) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached at (571) 272-7406. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mark R. Milia 
Examiner 
Art Unit 2625 
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